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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communicatiori(s) filed on 23 October 2003 . 
2a)0 This action is FINAL. 2b)0 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 0 Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 0 Claim(s) is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) O The drawing(s) filed on is/are: a)0 accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 .0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3-0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) O The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) O Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) O Interview Summary (PTO-413) Paper No(s). 

5) O Notice of Informal Patent Application (PTO-152) 

6) ^ Other: See Continuation Sheet 
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Application/cWrol Number: 09/731 ,814 Page 2 

Art Unit: 2173 

Notice of Non-Responsive Amendment 

1. The timely submission under 37 CFR 1.129(a) filed on 10/23/03 is not fully 
responsive to the prior Office action because it does not response to all objection 
and rejections presented in the prior Office action. 

In order to be entitled to reconsideration or further examination, the 
applicant or patent owner must reply to the Office action. The reply by the 
applicant or patent owner must be reduced to a writing which distinctly and 
specifically points out the supposed errors in the examinees action and must 
reply to every ground of objection and rejection in the prior Office action. The 
reply must present arguments pointing out the specific distinctions believed to 
render the claims, including any newly presented claims, patentable over any 
applied references. If the reply is with respect to an application, a request may be 
made that objections or requirements as to form not necessary to further 
consideration of the claims be held in abeyance until allowable subject matter is 
indicated. The applicant's or patent owner's reply must appear throughout to be a 
bona fide attempt to advance the application or the reexamination proceeding to 
final action. A general allegation that the claims define a patentable invention 
without specifically pointing out how the language of the claims patentably 
distinguishes them from the references does not comply with the requirements of 
this section 

Since the submission appears to be a bona fide attempt to provide a 
complete reply to the prior Office action, applicant is given a shortened statutory 
period of ONE MONTH or THIRTY DAYS from the mailing date of this letter, 
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whichever is longer, to submit a complete reply. This shortened statutory period 
supersedes the time period set in the prior Office action. This time period may 
be extended pursuant to 37 CFR 1 .136(a). If a notice of appeal and the fee set 
forth in 37 CFR 1 .1 7(e) were filed prior to or with the payment of the fee set forth 
in 37 CFR 1 . 1 7(r), the payment of the fee set forth in 37 CFR 1 . 1 7(r) by applicant 
is construed as a request to dismiss the appeal and to continue prosecution 
under 37 CFR 1.129(a). The appeal stands dismissed. 

2. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kieu D. Vu whose telephone number is (703- 
605-1232). The examiner can normally be reached on Mon - Thu from 7:00AM 
to 3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John Cabeca, can be reached on (703- 308-31 16). 

The fax phone numbers for the organization where this application or 
proceeding is assigned are as follows: 

(703)-872-9306 

and / or: 

(703)-746-5639 (use this FAX #, only after approval by Examiner, for 
"INFORMAL" or "DRAFT" communication. Examiners may request that a 
formal paper / amendment be faxed directly to them on occasions) 
Any inquiry of a general nature or relating to the status of this application 

or proceeding should be directed to the receptionist whose telephone number is 

(703-305-3900). // 



Kieu D. Vu 




JOHN CABECA 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER ' ^ 
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713.07 Exposure of Other Cases 

Prior to an interview in the examiner's room, the 
examiner should arrange his or her desk so that all 
files, drawings and other papers, except those neces- 
sary in the interview, are placed out of view. See 
MPEP§ 101. 

713.08 Demonstration, Exhibits, Models 

The invention in question may be exhibited or dem- 
onstrated during the interview by - a model thereof. A 
model received by the examiner from the applicant or 
his or her attorney which complies with 37 CFR 1.91 
and which is made part of the application record must 
be properly recorded on the "Contents" portion of the 
application file wrapper. See MPEP § 608.03 and 
§ 608.03(a). 

Oftentimes a model or exhibit is not given into the 
custody of the Office but is brought directly into the 
group by the attorney solely for inspection or demon- 
stration during the course of the interview. This is per- 
missible. If the model or exhibit is merely used for 
demonstration purpose and is not made part of the 
record (does not comply with 37 CFR 1.91), a full 
description as to what was demonstrated/exhibited 
must be made of record in the application. See 
37 CFR 1.133(b). Demonstrations of apparatus or 
exhibits too large to be brought into the Office may be 
viewed by the examiner outside of the Office (in the 
Washington, D.C. area) with the approval of the 
supervisory patent examiner. It is presumed that the 
witnessing of the demonstration or the reviewing of 
the exhibit is actually essential in the developing and 
clarifying of the issues involved in the application. 

713.09 Finally Rejected -Application- 
Normally, one interview after final rejection is per- 
mitted. However, prior to the interview, the intended 
purpose and content of the interview should be pre- 
sented briefly, preferably in writing. Such an inter- 
view may be granted if the examiner is convinced that 
disposal or clarification for appeal may be accom- 
plished with only nominal further consideration. 
Interviews merely to restate arguments of record or to 
discuss new limitations which would require more 



than nominal reconsideration or new search should be 
denied. See MPEP §714.13. 

Interviews may be held after the expiration of the 
shortened statutory period and prior to the maximum 
permitted statutory period of 6 months without an 
extension of time. See MPEP § 706.07(f). 

A second or further-interview after a final rejection 
may be held if the examiner is convinced that it will 
expedite the issues for appeal or disposal of the appli- 
cation. 

713.10 Interview . Preceding Filing u 

Amendment Under 37 CFR 1.312 

After an application is sent to issue, it is technically 
no longer under the jurisdiction of the primary exam- 
iner. 37 CFR 1.312. An interview with an examiner 
that would involve a detailed consideration of claims 
sought to be entered and perhaps entailing a discus- 
sion of the prior art for determining whether or not the 
claims are allowable should not be given. Obviously 
an applicant is not entitled to a greater degree of con- 
sideration in an amendment presented informally than 
is given an applicant in the consideration of an 
amendment when formally presented, particularly 
since consideration of an amendment filed under 
37 CFR 1.312 cannot be demanded as a matter of 
right. 

Requests for interviews on cases where a notice of 
allowance has been mailed should be granted only 
with specific approval of the Technology Center 
Director upon a showing in writing of extraordinary 
circumstances. 

714 Amendments^ Applicants Action 
[R-l] 

- 3 7" CFR 1:121. - -Manner - of -making - amendments in 
application. 

(a) Amendments in applications, other than reissue applica- 
tions. Amendments in applications, other than reissue applica- 
tions, are made by filing a paper, in compliance with § 1.52, 
directing that specified amendments be made. 

(b) Specification other than the claims and listings provided 
for elsewhere (§§ 1.96 and 1.825). — 

(1) Amendment by instruction to delete, replace, or add a 
paragraph. Amendments to the specification, other than the 
claims and listings provided for elsewhere (§§ 1.96 and 1.825). 
may be made by submitting: 
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(i) An instruction, which unambiguously identifies 
the location, to delete one or more paragraphs of the specification, 
replace a deleted paragraph with one or more replacement para- 
graphs, or add one or more paragraphs; 

(ii) Any replacement or added paragraph(s) in clean 
form, that is, without markings to indicate the changes that have 
been made; and 

(iii) Another version of any replacement paragraph(s), 
on one or more pages separate from the amendment, marked up 
to show all the changes relative to the previous version of the 
paragraph(s). The changes may be shown by brackets (for deleted 
matter) or underlining (for added matter), or by any equivalent 
marking system. A marked up version does not have to be sup- 
plied for an added paragraph or a deleted paragraph as it is suffi- 
cient to state that a particular paragraph has been added, or 
deleted. 

(2) Amendment by replacement section. If the sections of 
the specification contain section headings as provided in §§ 
1.77(b), 1.154(b), or § 1.163(c), amendments to the specification, 
other than the claims, may be made by submitting: 

(i) A reference to the section heading along with an 
instruction to delete that section of the specification and to replace 
such deleted section with a replacement section; 

(ii) A replacement section in clean form, that is, with- 
out markings to indicate the changes that have been made; and 

(iii) Another version of the replacement section, on one 
or more pages separate from the amendment, marked up to show 
all changes relative to the previous version of the section. The 
changes may be shown by brackets (for deleted matter) or under- 
lining (for added matter), or by any equivalent marking system. 

(3) Amendment by substitute specification. The specifica- 
tion, other than the claims, may also be amended by submitting: 

(i) An instruction to replace the specification; 

(ii) A substitute specification in compliance with § 
1.125(b); and 

(iii) Another version of the substitute specification, 
separate from the substitute specification, marked up to show all 
changes relative to the previous version of the specification. The 
changes may be shown by brackets (for deleted matter), or under- 
lining (for added matter), or by any equivalent marking system. 

(4) Reinstatement: Deleted matter may be reinstated only 
by a subsequent amendment presenting the previously deleted 
matter. 

(c) Claims. — 

""""" (1) ' Amendment by rewriting, directions to cancel or add.' 
Amendments to a claim must be made by rewriting such claim 
with all changes (e.g, additions, deletions, modifications) 
included. The rewriting of a claim (with the same number) will be 
construed as directing the cancellation of the previous version of 
that claim. A claim may also be canceled by an instruction. 

(i) A rewritten or newly added claim must be in clean 
form, that is, without markings to indicate the changes that have 
been made. A parenthetical expression should follow the claim 
number indicating the status of the claim as amended or newly 
added (e.g. , "amended," "twice amended," or "new"). 

(ii) If a claim is amended by rewriting such claim with 
the same number, the amendment must be accompanied by 



another version of the rewritten claim, on one or more pages sepa- 
rate from the amendment, marked up to show all the changes rela- 
tive to the previous version of that claim. A parenthetical 
expression should follow the claim number indicating the status of 
the claim, e.g., "amended," "twice amended," etc. The parentheti- 
cal expression "amended," "twice amended," etc. should be the 
same for both the clean version of the claim under paragraph 
(c)(l)(i) of this section and the marked up version under this para- 
graph. The changes may be shown by brackets (for deleted mat- 
ter) or underlining (for added matter), or by any equivalent 
marking system. A marked up version does not have to be sup- 
plied for an added claim or a canceled claim as it is sufficient to 
state that a particular claim has been added, or canceled. 

(2) A claim canceled by amendment (deleted in its 
entirety) may be reinstated only by a su&sequeni ameha^neht pre- 
senting the claim as a new claim with a new claim number. 

(3) A clean version of the entire set of pending claims 
may be submitted in a single amendment paper. Such a submis- 
sion shall be construed as directing the cancellation of all previous 
versions of any pending claims. A marked up version is required 
only for claims being changed by the current amendment (see 
paragraph (c)(l)(ii) of this section). Any claim not accompanied 
by a marked up version will constitute an assertion that it has not 
been changed relative to the immediate prior version. 

(d) Drawings. Application drawings are amended in the fol- 
lowing manner: Any change to the application drawings must be 
submitted on a separate paper showing the proposed changes in 
red for approval by the examiner. Upon approval by the examiner, 
new drawings in compliance with § 1.84 including the changes 
must be filed. 

(e) Disclosure consistency. The disclosure must be 
amended, when required by the Office, to correct inaccuracies of 
description and definition, and to secure substantial correspon- 
dence between the claims, the remainder of the specification, and 
the drawings. 

(f) No new matter. No amendment may introduce new mat- 
ter into the disclosure of an application. 

(g) Exception for examiners amendments: Changes to the 
specification, including the claims, of an application made by the 
Office in an examiner's amendment may be made by specific 
instructions to insert or delete subject matter set forth in the exam- 
iner's amendment by identifying the precise point in the specifica- 
tion or the claim(s) where the insertion or deletion is to be made- 
Compliance with paragraphs (b)(1), (b)(2) or (c)(1) of this section 
is not required. ~— •• • 

(h) Amendments in reissue applications. Any amendment to 
the description and claims in reissue applications must be made in 
accordance with § 1.173. 

(i) Amendments in reexamination proceedings'. Any pro- 
posed amendment to the description and claims in patents 
involved in reexamination proceedings in both ex parte reexami- 
nations filed under § 1.510 and inter partes reexaminations filed 
under § 1.913 must be made in accordance with § 1.530(d)-(j). 

(j) Amendments in provisional applications: Amendments 
in provisional applications are not normally made. If an amend- 
ment is made to a provisional application, however, it must com- 
ply with the provisions of this section. Any amendments to a 
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provisional application shall be placed in the provisional applica- 
tion file but may not be entered. 

> 

I. < WHEN APPLICANT MAY AMEND 

The applicant may amend: 

(A) before or after the first examination and 
action and also after the second or subsequent exami- 
nation or reconsideration as specified in 37 CFR 

I. 112; 

(B) after final rejection, if the amendment meets 
- the criteria of 37 CFR 1:116; and - ■ 

(C) when and as specifically required by the 
examiner. 

Amendments in provisional applications are not 
normally made. If an amendment is made to a provi- 
sional application, however, it must comply with the 
provisions of 37 CFR 1.121. Any amendments to a 
provisional application will be placed in the provi- 
sional application file, but may not be entered. 
> 

II. < MANNER OF MAKING AMENDMENTS 

After March 1, 2001, all amendments to the specifi- 
cation, including the claims, must be made by 
replacement paragraph/section/claim in clean form 
(without underlining and bracketing) in order to elim- 
inate (1) the need for the Office to enter changes to the 
text of application portions by handwriting in red ink, 
and (2) the presence of hard to scan brackets and 
underlining to improve the patent publishing process. 
This practice requires the applicant to provide a clean 
copy of an amended paragraph/section/claim together 
with a marked up version using applicant's choice of a 
marking system showing the changes being made 
which will aid the examiner. The marked up version 
must be based on the immediate previous version and 
indicate (by markings) how the- previous version has - 
been modified to produce the clean replacement para- 
graph^), section(s), specification or claim(s) submit- 
ted in the current amendment. "Previous version" is 
defined as the version of record in the application as 
originally filed or from a previously entered amend- 
ment. 

Amendments to the Specification 

In order to delete, replace or add a paragraph to the 
specification of an application, the amendment must 



unambiguously identify the paragraph to be modified 
either by paragraph number (see MPEP § 608.01), 
page and line, or any other unambiguous method and 
be accompanied by the replacement paragraph(s) in 
clean form. 

Where paragraph numbering has been included in 
an application as provided in 37 CFR 1.52(b)(6), 
applicants can easily refer to a specific paragraph by 
number when presenting an amendment. If a num- 
bered paragraph is to be replaced by a single para- 
graph, the added replacement paragraph should be 
numbered . with ..the, same number of the , paragraph 
being replaced. Where more than one paragraph is to 
replace a single original paragraph, the added para- 
graphs should be numbered using the number of the 
original paragraph for the first replacement paragraph, 
followed by increasing decimal numbers for the sec- 
ond and subsequent added paragraphs, e.g., original 
paragraph [0071] has been replaced with paragraphs 
[0071], [0071.1], and [0071.2]. If a numbered para- 
graph is deleted, the numbering of the subsequent 
paragraphs should remain unchanged. 

37 CFR 1. 121(b)(1)(h) requires that the replace- 
ment or added paragraph(s) be in clean form. This 
means that the added or replacement paragraph(s) 
must not include any markings to indicate the changes 
that have been made. 37 CFR 1.121(b)(l)(iii) requires 
that a separate version of the replacement para- 
graph^) accompany the amendment. The separate 
version must include each replacement paragraph 
with markings to show the changes relative to the pre- 
vious version as an aid to the examiner. A marked up 
version, however, does not have to be supplied for any 
added paragraph(s) or any deleted paragraph(s), as it 
is sufficient to merely indicate or identify any para- 
graph that has been added or deleted. 

Applicants are also permitted to amend the specifi- 
cation by replacement sections (e.g.; as provided iri 37 "' 
CFR 1.77(b), 1.154(b), or 1.163(c)). As with replace- 
ment paragraphs, the amended version of a replace- 
ment section is required to be provided in clean form, 
that is, without any markings to show the changes that 
have been made. A separate marked up version show- 
ing the changes in the section relative to the previous 
version must accompany the actual amendment as an 
aid to the examiner. 

Applicants are also permitted to amend the specifi- 
cation by submitting a substitute specification, pro- 
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vided the requirements of 37 CFR 1.125(b) are met. 
An accompanying separate marked up version show- 
ing the changes in the specification relative to the pre- 
vious version is also required. 

Any subject matter deleted by amendment can only 
be reinstated by a subsequent amendment presenting 
the previously deleted subject matter. A direction by 
applicant to remove a previously entered amendment 
will not be permitted. 

Amendments to the Claims 

AU aSendhients to a claim must be' presented m tlie 
form of a rewritten claim. Any rewriting of a claim 
will be construed as a direction to cancel the previous 
version of the claim. See In re Byers, 230 F.2d 451, 
455, 109 USPQ 53, 55 (CCPA 1956)(amendment of a 
claim by inclusion of an additional limitation had 
exactly the same effect as if the claim as originally 
presented had been canceled and replaced by a new 
claim including that limitation). Any rewritten or 
newly added claim must be submitted in clean form, 
that is, with no markings to indicate the changes that 
have been made**>. If a claim is amended by rewrit- 
ing the claim with the same number, the amendment< 
must be accompanied by a marked up version sepa- 
rate from the amendment using applicant's choice of 
marking system to indicate the changes being made. 
A parenthetical expression should follow the claim 
number indicating the status of the claim as amended 
or newly added, e.g., "amended," "twice amended," 
or "new," in both the clean version and the marked up 
version. A marked up version does not have to be sup- 
plied for any added claims or any canceled claims. If a 
marked up version is supplied to show changes made 
to amended claims, however, applicant should iden- 
tify (in the marked up version) any added or canceled 
claims with a statement, such as, "Claim 6 has been 
cati6e^ only by 

a subsequent amendment presenting the claim as a 
new claim with a new claim number. 

Applicants may submit a clean version (with no 
markings) of all of the pending claims in one amend- 
ment paper. Applicants may wish to consolidate all 
previous versions of pending claims from a series of 
separate amendment papers into a single clean version 
in a single amendment paper. Providing this consoli- 
dation of claims in the file will be beneficial to both 
the Office and the applicant for patent printing pur- 



poses. When rewriting a claim in the clean set, the 
parenthetical expression, if any, from the claim to be 
rewritten should not appear in the clean set. Thus, the 
only time a parenthetical expression should appear in 
the clean set is when a claim is. being amended. See 
MPEP § 714.13 for submitting a clean set of claims 
under 37 CFR 1.116 and MPEP § 714.16 for submit- 
ting a clean set under 37 CFR L312. See also MPEP 
§ 714.22(a). 

It is recommended that the following format be 
used by applicants in complying with the revised 
amendment., practice. requirements. The amento.ejoyt.^..,^,., 
paper should include, in the following order: 

(A) a clean version of the amended (replacement) 
paragraph(s)/claim(s); 

(B) a remarks section (beginning on a separate 
sheet); and 

(C) a marked-up version (also beginning on a sep- 
arate sheet) showing changes and clearly identified as 
"Version with markings to show changes made." 

The submission of a clean version of all pending 
claims shall be construed as directing the cancellation 
of all previous versions of any pending claims. A 
marked up version would only be needed for claims 
being changed by the current amendment (see 37 CFR 
1.121(c)(l)(ii)). Any claim not accompanied by a 
marked up version will constitute an assertion that it 
has not been modified relative to the immediate prior 
version. Thus, if applicant is not making any amend- 
ments to the claims, but is merely presenting all pend- 
ing claims in clean form, without any underlining and 
bracketing, a marked up version should not be submit- 
ted. 

37 CFR 1.121(g) permits the Office to make 
amendments to the specification, including the claims, 
by examiner's amendments without paragraph/sec- 
tion/claim replaeement-in- the-interest of expediting . 
prosecution and reducing cycle time. Additions or 
deletions of subject matter in the specification, includ- 
ing the claims, may be made by instructions to make 
the change at a precise location in the specification or 
the claims. See MPEP § 1302.04. 
> 

III. REVISED MANNER OF MAKING 
AMENDMENTS 

Effective January 31, 2003, the Office is permitting 
applicants to submit amendments in a revised format 



700-191 



Rev. l,Feb. 2003 



714 



MANUAL OF PATENT EXAMINING PROCEDURE 



as set forth below. AU applicants including applicants 
participating in the Office's electronic file wrapper 
prototype may submit amendments in reply to Office 
actions using the revised format. The Office's elec- 
tronic file wrapper prototype program is described in 
"USPTO ANNOUNCES PROTOTYPE OF IMAGE 
PROCESSINQ" 1265 O.G 87 (Dec. 17, 2002), and 
applies only to Group Art Unit 1634, 2827, and 2834. 

Waiver of 37 CFR L121 

The provisions of 37 CFR 1.121(a), (b), (c), and (d) 
are waived for amen to the claims, specifica- 

tion, and drawings in all applications in all Technol- 
ogy Centers where the amendments comply with the 
revised amendment format detailed below. The 
revised amendment format (and the waiver) does not 
apply to 37 CFR 1.121(h) and (i) which indicate that 
amendments to reissue applications and reexamina- 
tion proceedings are governed by 37 CFR 1.173 for 
reissue applications and 37 CFR 1.530(d) - (k) for ex 
parte and inter partes reexaminations. 

Revised Amendment Format 

1. Begin on Separate Sheets 

Each section of an amendment (e.g., Claim Amend- 
ments, Specification Amendments, Remarks) shall 
begin on a separate sheet to facilitate separate index- 
ing and electronic scanning of each part of an amend- 
ment document for placement in an electronic file 
wrapper For example, each of the following four sec- 
tions of an amendment paper must start on a separate 
sheet: 

(A) Introductory Comments; 

(B) Amendments to the Specification; 

(C) Amendments to the Claims; 

(D) Remarks. 

2. Two Versions of Amendment Part(s) No 
Longer Required 

The current requirement in 37 CFR 1.121(b) and 
(c) to provide two versions (a clean version and a 
marked up version) of each replacement paragraph, 
section, substitute specification or claim will be 
waived where an amendment is submitted in the for- 
mat noted below. 



3. Amendment to the Claim 

Each amendment document that includes a change 
to an existing claim, or submission of a new claim, 
must include a complete listing of all claims in the 
application. After each claim number, the status must 
be indicated in a parenthetical expression, and the text 
of each claim under examination (with markings to 
show current changes) must be presented. The listing 
will serve to replace all prior versions of the claims in 
the application. 

■ ■-(A) The current.statuS'Qf.a^ 
application, including any previously canceled or 
withdrawn claims, must be given. Status is indicated 
in a parenthetical expression following the claim 
number by one of the following: (original), (currently 
amended), (previously amended), (canceled), (with- 
drawn), (new), (previously added), (reinstated - for- 
merly claim #_), (previously reinstated), (re-presented 
- formerly dependent claim #_), or (previously re- 
presented). The text of all pending claims under 
examination must be submitted each time any claim is 
amended. Canceled and withdrawn claims should be 
indicated by only the claim number and status. 

(B) All claims being currently amended must be 
presented with markings to indicate the changes that 
have been made relative to the immediate prior ver- 
sion. The changes in any amended claim should be 
shown by strikethrough (for deleted matter) or under- 
lining (for added matter). An accompanying clean 
version is not required and should not be presented. 
Only claims of the status "currently amended" will 
include markings. 

(C) The text of pending claims not being 
amended must be presented in clean version, i.e., 
without any markings. Any claim presented in clean 
version will constitute an assertion that it has not been 
changed relative to the immediate prior version. 

(D) A claim may be canceled by merely providing 
an instruction to cancel. Listing a claim as canceled 
will constitute an instruction to cancel. Any claims 
added by amendment must be indicated as (new) and 
must not be underlined. 

(E) All of the claims in each amendment paper 
must be presented in ascending numerical order. Con- 
secutive canceled or withdrawn claims may be aggre- 
gated into one statement (e.g., Claims 1 - 5 
(canceled)). 
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Example of listing of claims : 
Claims 1-5 (canceled) 
Claim 6 (withdrawn) 

Claim 7 (previously amended): A bucket with a han- 
dle. 

Claim 8 (currently amended): A bucket with a gr ee n 

blue handle. 

Claim 9 (withdrawn) 

Claim 10 (original): The bucket of claim 8 with a 
wooden handle. 
Claim 1 1 (canceled) 

Claim ""12* (hew): A bucket with plastic sides arid'bot- * 
torn. 

Claim 13 (previously added): A bucket having a cir- 
cumferential upper lip. 

Claim 14 (re-presented - formerly claim 11): A black 
bucket with a wooden handle. 

4. Amendments to the Specification 

Amendments to the specification are to be made by 
presenting a replacement paragraph, section or substi- 
tute specification marked up to show changes made 
relative to the immediate prior version. The changes 
should be shown by strikethrough (for deleted matter) 
or underlining (for added matter). An accompanying 
clean version is not required and should not be pre- 
sented. 

5. Amendments to the Drawing 

Drawing changes must be made by presenting 
replacement figures which incorporate the proposed 
changes and which comply with 37 CFR 1.84. An 
explanation of the changes made must be presented in 
the remarks section of the amendment. If the changes 
to the drawing figure(s) are not approved by the 
examiner, applicant will be notified in the next Office 
action: Any replacement drawing- sheet should include 
all of the figures appearing on the immediate prior 
version of the sheet, even though only one figure may 
be amended. The figure or figure number of the 
amended drawing should not be labeled as 
"amended". 

IV. <AMENDMENT IN REEXAMINATION 
PROCEEDINGS 

In patent-owner-filed reexaminations, the patent 
owner may amend at the time of the request for reex- 



amination in accordance with 37 CFR 1.510(e). In 
any reexamination proceeding, no amendment 
or response can be filed between the date of the 
request for reexamination and the order for reexami- 
nation. See 37 CFR 1.530(a). Following the order for 
reexamination under 37 CFR 1.525 and prior to the 
examination phase of a reexamination proceeding, an 
amendment may be filed only with the patent owner 's 
statement under 37 CFR 1.530(b). During the exami- 
nation phase of the reexamination proceeding, an 
amendment may be filed: 

— -(A) after the first examination -as » specified , in 37* 
CFR 1.112; 

(B) after final rejection or an appeal has been 
taken, if the amendment meets the criteria of 37 CFR 
1.116; and 

(C) when and as specifically required by the 
examiner. 

See also MPEP § 714.12. 

For amendments in reexamination proceedings see 
MPEP § 2250 and § 2266. 

714.01 Signatures to Amendments 

An amendment must be signed by a person having 
authority to prosecute the application. An unsigned or 
improperly signed amendment will not be entered. 
See MPEP § 714.01(a). 

To facilitate any telephone call that may become 
necessary, it is recommended that the complete tele- 
phone number with area code and extension be given, 
preferably near the signature. 

714.01(a) Unsigned or Improperly Signed 
Amendment 

37 CFR 133. Correspondence respecting patent 

applications, - reexamination. .-.proceedings, and. r ,..other 

proceedings 

***** 

(b) Amendments and other papers. Amendments and other 
papers, except for written assertions pursuant to § 1 .27(c)(2)(ii) of 
this part, filed in the application must be signed by: 

(1) A registered attorney or agent of record appointed in 
compliance with § 1.34(b); 

(2) A registered attorney or agent not of record who acts 
in a representative capacity under the provisions of § 1.34(a); 

(3) An assignee as provided for under § 3.71(b) of this 
chapter; or 
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(4) All of the applicants (§ 1.41(b)) for patent, unless 
there is an assignee of the entire interest and such assignee has 
taken action in the application in accordance with § 3.71 of this 
chapter. 

***** 

An unsigned amendment or one not properly signed 
by a person having authority to prosecute the applica- 
tion is not entered. This applies, for instance, where 
the amendment is signed by only one of two appli- 
cants and the one signing has not been given a power 
.of attorney. byjhe tf pth^ . ,_ rJ , 

If copies of papers which require an original signa- 
ture as set forth in 37 CFR 1.4(e) are filed, the signa- 
ture must be applied after the copies are made. MPEP 
§714.07. 

When an unsigned or improperly signed amend- 
ment is received the amendment will be listed on the 
file wrapper, but not entered. The examiner will notify 
applicant of the status of the application, advising him 
or her to furnish a duplicate amendment properly 
signed or to ratify the amendment already filed. In an 
application not under final rejection, applicant should 
be given a 1 -month time period in which to ratify the 
previously filed amendment (37 CFR LI 35(c)). 

Applicants may be advised of unsigned amend- 
ments by use of form paragraph 7.84.01. 

H 7,84.01 Paper Is Unsigned 

The proposed reply filed on [1] has not been entered because it 
is unsigned. Since the above-mentioned reply appears to be bona 
fide, applicant is given a TIME PERIOD of ONE (1) MONTH or 
THIRTY (30) DAYS from the mailing date of this notice, which- 
ever is longer, within which to supply the omission or correction 
in order to avoid abandonment. EXTENSIONS OF THIS TIME 
PERIOD MAY BE GRANTED UNDER 37 CFR 1 . 1 36(a). 

Sometimes problems arising from unsigned or 

improperly signed amendments may be disposed of 
by calling in the local representative of the attorney or 
agent of record, since he or she may have the author- 
ity to sign the amendment. 

An amendment signed by a person whose name 
is known to have been removed from the registers 
of attorneys and agents under the provisions of 
37 CFR 10.11 is not entered. The file and unentered 
amendment are submitted to the Office of Enrollment 
and Discipline for appropriate action. 



714.01(c) Signed by Attorney or Agent 
Not of Record 

See MPEP § 405. A registered attorney or agent 
acting in a representative capacity under 37 CFR 1 .34, 
may sign amendments even though he or she does not 
have a power of attorney in the application. See 
MPEP § 402. 

714.01(d) Amendment Signed by Appli- 
cant but Not by Attorney or 
^ Agent of Record 

If an amendment signed by the applicant is received 
in an application in which there is a duly appointed 
attorney or agent, the amendment should be entered 
and acted upon. Attention should be called to 37 CFR 
1.33(a) in patent applications and to 37 CFR 1.33(c) 
in reexamination proceedings. Two copies of the 
action should be prepared, one being sent to the attor- 
ney and the other directly to the applicant. The nota- 
tion: "Copy to applicant" should appear on the 
original and on both copies. 

714.01(e) Amendments Before First Office 
Action 

A preliminary amendment is an amendment that is 
received in the Office on or before the mail date of the 
first Office action under 37 CFR 1.104. See 37 CFR 
1.115(a). If the date of receipt (37 CFR 1.6) of the 
amendment is later than the mail date of the first 
Office action and is not responsive to the first Office 
action, the Office will not mail a new Office action, 
but simply advise the applicant that the amendment is 
nonresponsive to the first Office action and that a 
responsive reply must be timely filed to avoid aban- 
donment: See MPEP § 714.03. - ■■■■■ 

A preliminary amendment not filed along with the 
original application does not enjoy the status of part 
of the original disclosure. See MPEP § 608.04(b). 
Where an application filed under 37 CFR 1.53(b) is 
filed without a signed oath or declaration and such 
application is accompanied by an amendment, that 
amendment is considered a part of the original disclo- 
sure. The subsequently filed oath or declaration must 
refer to both the application and the amendment. Any 
copy of the application as filed must include a copy of 
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the amendment as well, particularly where certified 
copies for priority purposes are requested. 

Preliminary amendments should either accompany 
the application or be filed after the application has 
received its application number and filing date. See 
MPEP § 502. 

Any amendment canceling claims in order to 
reduce the filing fee should be filed with the applica- 
tion. Since only amendments canceling claims are 
entered before the filing fee is calculated, any other 
changes to the claims and/or specification should be 
part of a separate amendment; See MPEP § -506. ..•.-*••?• 

If a preliminary amendment fails to comply with 37 
CFR 1.121, applicant will be notified by way of a 
Notice of Non-Compliant Amendment and given a 
non-extendable period of one month to bring the 
amendment into compliance with 37 CFR 1.121. If no 
corrective action is taken by the applicant, examina- 
tion of the application may commence without entry 
of the proposed non-compliant preliminary amend- 
ment. See MPEP §714.03. 

A preliminary amendment will be entered unless it 
is disapproved by the Commissioner. A preliminary 
amendment may be disapproved by the Commissioner 
if the preliminary amendment unduly interferes with 
the preparation of an Office action. 37 CFR 1.115(b). 
See MPEP § 714.03(a). 

714.02 Must Be Fully Responsive 

37 CFR 1.111. Reply by applicant or patent owner to a 
non-final Office action. 

(a)( 1 ) If the Office action after the first examination (§ 1 . 1 04) 
is adverse in any respect, the applicant or patent owner, if he or 
she persists in his or her application for a patent or reexamination 
proceeding, must reply and request reconsideration or further 
examination, with or without amendment- See § § 1.135 and 1.136 
for time for reply to avoid abandonment. 

- (2) A second (or subsequent) supplemental reply will be 
entered unless disapproved by the Commissioner. A second (or 
subsequent) supplemental reply may be disapproved if the second 
(or subsequent) supplemental reply unduly interferes with an 
Office action being prepared in response to the previous reply. 
Factors that will be considered in disapproving a second (or sub- 
sequent) supplemental reply include: 

(i) The state of preparation of an Office action 
responsive to the previous reply as of the date of receipt (§ 1.6) of 
the second (or subsequent) supplemental reply by the Office; and 

(ii) The nature of any changes to the specification or 
claims that would result from entry of the second (or subsequent) 
supplemental reply. 



(b) In order to be entitled to reconsideration or further exam- 
ination, the applicant or patent owner must reply to the Office 
action. The reply by the applicant or patent owner must be 
reduced to a writing which distinctly and specifically points out 
the supposed errors in the examiner's action and must repOy to 
every ground of objection and rejection in the prior Office action. 
The reply must present arguments pointing out the specific dis- 
tinctions believed to render the claims, including any newly pre- 
sented claims, patentable over any applied references. If the reply- 
is with respect to an application, a request may be made that 
objections or requirements as to form not necessary to further con- 
sideration of the claims be held in abeyance until allowable sub- 
ject matter is indicated. The applicant's or patent owner's ireply 
must appear throughout to be a bona fide attempt to advance the 
application of the reexamiriatidri proceeding' to : finil'''ac 1 tiato';'*i*£ ; " 
general allegation that the claims define a patentable in venation* 
without specifically pointing out how the language of the cBaims 
patentably distinguishes them from the references does not com- 
ply with the requirements of this section. 

(c) In amending in reply to a rejection of claims in an appli- 
cation or patent under reexamination, the applicant or patent 
owner must clearly point out the patentable novelty which be or 
she thinks the claims present in view of the state of the art dis- 
closed by the references cited or the objections made. The appli- 
cant or patent owner must also show how the amendments avoid 
such references or objections. 

In all cases where reply to a requirement is indi- 
cated as necessary to further consideration of the 
claims, or where allowable subject matter has been 
indicated in an application, a complete reply naust 
either comply with the formal requirements or specifi- 
cally traverse each one not complied with. 

Drawing and specification corrections, presentation 
of a new oath and the like are generally considered as 
formal matters. However, the line between fonmal 
matter and those touching the merits is not sharp, and 
the determination of the merits of an application may 
require that such corrections, new oath, etc., be 
insisted upon prior to any indication of allowable stub- 
ject matter. 

The claims may be amended by canceling particu- 
lar claims, by presenting M 

particular claims as indicated in 37 CFR 1.121(c). The 
requirements of 37 CFR 1.111(b) must be complied 
with by pointing out the specific distinctions believed 
to render the claims patentable over the references in 
presenting arguments in support of new claims and 
amendments. 

An amendment submitted after a second or subse- 
quent non-final action on the merits which is other- 
wise responsive but which increases the number of 
claims drawn to the invention previously acted upon 
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is not to be held not fully responsive for that reason 
alone. (See 37 CFR 1.112, MPEP § 706.) 

The prompt development of a clear issue requires 
that the replies of the applicant meet the objections to 
and rejections of the claims. Applicant should also 
specifically point out the support for any amendments 
made to the disclosure. See MPEP § 2163.06. 

An amendment which does not comply with the 
provisions of 37 CFR 1.121(b) and (c) may be held 
not fully responsive if both a clean version and a 
marked up version showing changes to the respective 
parts,;of the specification/claims are not provided., See 
MPEP §714.22. 

Replies to requirements to restrict are treated under 
MPEP §818. 

714.03 Amendments Not Fully Respon- 
sive, Action To Be Taken 

37 CFR 1.135. Abandonment for failure to reply within 
time period. 

***** 

(c) When reply by the applicant is a bona fide attempt to 
advance the application to final action, and is substantially a com- 
plete reply to the non-final Office action, but consideration of 
some matter or compliance with some requirement has been inad- 
vertently omitted, applicant may be given a new time period for 
reply under § 1. 134 to supply the omission. 

An examiner may treat an amendment not fully 
responsive to a non-final Office action by: 

(A) accepting the amendment as an adequate 
reply to the non-final Office action to avoid abandon- 
ment under 35 U.S.C. 133 and 37 CFR 1.135; 

(B) notifying the applicant that the reply must be 
completed within the remaining period for reply to the 
non-final Office action (or within any extension pur- 

"suant to -37 GFRT ; 1 36(a)) to avoid abandonment; or - 

(C) setting a new time period for applicant to 
complete the reply pursuant to 37 CFR 1 . 1 35(c). 

The treatment to be given to the amendment 
depends upon: 

(A) whether the amendment is bona fide; 

(B) whether there is sufficient time for applicant's 
reply to be filed within the time period for reply to the 
non-final Office action; and 

(C) the nature of the deficiency. 



If an amendment submitted after March 1, 2001, 
fails to comply with 37 CFR 1.121 (as revised on Sep- 
tember 8, 2000), the Office will notify applicant by a 
Notice of Non-Compliant Amendment, that the 
amendment fails to comply with the requirements of 
37 CFR 1.121 and applicant will be given a period of 
time in which to comply with the rule. If the amend- 
ment that fails to comply with the requirements of the 
rule is a preliminary amendment, the Legal Instru- 
ments Examiner (LIE) will send the Notice which sets 
a time limit of 30 days or one month, whichever is 
later, -for reply.^>{o,,extens 

Failure to submit a timely reply will result in the 
application being examined without entry of the pre- 
liminary amendment. If the amendment which fails to 
comply with the requirements of the rule is an amend- 
ment after a non-final Office action, the LIE will send 
the Notice which sets a time limit of 30 days or one 
month, whichever is later, for reply (37 CFR 1.135). 
Extensions of time are permitted (37 CFR 1.136(a)). 
Failure to reply to this Notice will result in abandon- 
ment of the application. See MPEP § 714.22 for treat- 
ment of non-compliant amendments after final 
rejection. 

Where an amendment substantially responds to the 
rejections, objections, or requirements in a non-final 
Office action (and is a bona fide attempt to advance 
the application to final action) but contains a minor 
deficiency (e.g., fails to treat every rejection, objec- 
tion, or requirement), the examiner may simply act on 
the amendment and issue a new (non-final or final) 
Office action. The new Office action may simply reit- 
erate the rejection, objection, or requirement not 
addressed by the amendment (or otherwise indicate 
that such rejection, objection, or requirement is no 
longer applicable). This course of action would not be 
appropriate in instances in which an amendment con- 
tains "a" sot the amendment is 
unsigned or does not appear to have been filed in 
reply to the non-final Office action). Where the 
amendment is bona fide but contains a serious omis- 
sion, the examiner should: A) if there is sufficient 
time remaining for applicant's reply to be filed within 
the time period for reply to the non-final Office action 
(or within any extension pursuant to 37 CFR 
1.136(a)), notify applicant that the omission must be 
supplied within the time period for reply; or B) if 
there is insufficient time remaining, issue an Office 
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action setting a 1 -month time period to complete the 
reply pursuant to 37 CFR 1.135(c). In either event, 
the examiner should not further examine the applica- 
tion on its merits unless and until the omission is 
timely supplied. 

If a new time period for reply is set pursuant to 37 
CFR 1.135(c), applicant must supply the omission 
within this new time period for reply (or any exten- 
sions under 37 CFR 1.136(a) thereof) in order to 
avoid abandonment of the application. The applicant, 
however, may file a continuing application during this 
period (iii addition or as an alternative to supplying 
the omission), and may also file any further reply as 
permitted under 37 CFR 1.111. 

Where there is sufficient time remaining in the 
period for reply (including extensions under 37 CFR 
1.136(a)), the applicant may simply be notified that 
the omission must be supplied within the remaining 
time period for reply. This notification should be 
made, if possible, by telephone, and, when such noti- 
fication is made by telephone, an interview summary 
record (see MPEP § 713.04) must be completed and 
entered into the file of the application to provide a 
record of such notification. When notification by tele- 
phone is not possible, the applicant must be notified in 
an Office communication that the omission must be 
supplied within the remaining time period for reply. 
For example, when an amendment is filed shortly 
after an Office action has been mailed, and it is appar- 
ent that the amendment was not filed in reply to such 
Office action, the examiner need only notify the appli- 
cant (preferably by telephone) that a reply responsive 
to the Office action must be supplied within the 
remaining time period for reply to such Office action. 

The practice set forth in 37 CFR 1. 135(c) does not 
apply where there has been a deliberate omission of 
some necessary part of a complete reply ; rather, 37 
CFR 1.135(c) is applicable only when the missing 
matter or lack of compliance is considered by the 
examiner as being "inadvertently omitted." For 
example, if an election of species has been required 
and applicant does not make an election because he or 
she believes the requirement to be improper, the 
amendment on its face is not a "bona fide attempt to 
advance the application to final action" (37 CFR 
1.135(c)), and the examiner is without authority to 
postpone decision as to abandonment. Likewise, once 



an inadvertent omission is brought to the attention of 
the applicant, the question of inadvertence no longer 
exists. Therefore, a second Office action giving 
another new (1 month) time period to supply the 
omission would not be appropriate under 37 CFR 
1.135(c). 

37 CFR 1.135(c) authorizes, but does not require, 
an examiner to give the applicant a new time period to 
supply an omission. Thus, where the examiner con- 
cludes that the applicant is attempting to abuse the 
practice under 37 CFR 1.135(c) to obtain additional 
time for filing a reply (or Where there is sufficient 
time for applicant's reply to be filed within the time 
period for reply to the non-final Office action), the 
examiner need only indicate by telephone or in an 
Office communication (as discussed above) that the 
reply must be completed within the period for reply to 
the non-final Office action or within any extension 
pursuant to 37 CFR 1.136(a) to avoid abandonment. 

The practice under 37 CFR 1.135(c) of giving 
applicant a time period to supply an omission in a 
bona fide reply does not apply after a final Office 
action. Amendments after final are approved for entry 
only if they place the application in condition for 
allowance or in better form for appeal. Otherwise, 
they are not approved for entry. See MPEP § 714. 12 
and § 714.13. Thus, an amendment should be denied 
entry if some point necessary for a complete reply 
under 37 CFR 1.113 (after final) was omitted, even if 
the omission was through an apparent oversight or 
inadvertence. Where a submission after a final Office 
action or appeal (e.g., an amendment under 37 CFR 
1.116) does not place the application in condition for 
allowance, the period for reply under 37 CFR 1.113 
continues to run until a reply under 37 CFR LI 13 
(i.e., a notice of appeal or an amendment that places 
the application in condition for allowance) is filed. 
The nature of the omission (e.g., whether the amend- 
ment raises new issues, or would place the application 
in condition for allowance but for it being unsigned or 
not in compliance with 37 CFR 1.121) is immaterial. 
The examiner cannot give the applicant a time period 
under 37 CFR 1.135(c) to supply the omission; how- 
ever, applicant may obtain additional time under 37 
CFR 1.136(a) to file another or supplemental amend- 
ment in order to supply the omission. 
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When a reply to a final Office action substantially 
places the application in condition for allowance, an 
examiner may request that the applicant (or represen- 
tative) authorize an examiner's amendment to correct 
the omission and place the application in condition for 
allowance, in which case the date of the reply is the 
date of such authorization (and not the date the 
incomplete reply was filed). An examiner also has the 
authority to enter the reply, withdraw the finality of 
the last Office action, and issue a new Office action, 
which may be a non-final Office action, a final Office 
action (if appropriate), or an action closing prosecu- 
tion on the merits in an otherwise allowable applica- 
tion under Ex parte Quayle, 25 USPQ 74, 1935 CD. 
11, 435 O.G. 213 (Comm'r Pat. 1935) (if appropri- 
ate). These courses of action, however, are solely 
within the discretion of the examiner. It is the appli- 
cant's responsibility to take the necessary action in an 
application under a final Office action to provide a 
complete reply under 37 CFR 1.113. 

Where there is an informality as to the fee in con- 
nection with an amendment to a non-final Office 
action presenting additional claims, the applicant is 
notified by the technical support staff on form PTOL- 
319. See MPEP § 607 and § 714.10. 

Form paragraph 7.95, and optionally form para- 
graph 7.95.01, should be used where a bona fide reply 
is not fully responsive. 

If 7.95 Bona Fide, Non-Responsive Amendments 

The reply filed on [1] is not fully responsive to the prior Office 
action because of the following omission(s) or matter(s): [2]. See 
37 CFR 1.111. Since the above-mentioned reply appears to be 
bona fide, applicant is given a TIME PERIOD of ONE (1) 
MONTH or THIRTY (30) DAYS from the mailing date of this 
notice, whichever is longer, within which to supply the omission 
or correction in order to avoid abandonment. EXTENSIONS OF 
THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 
1.136(a). 

Examiner Note: 

This practice does not apply where there has been a deliberate 
omission of some necessary part of a complete reply, or where the 
application is subject to a final Office action. Under such cases, 
the examiner has no authority to grant an extension if the period 
for reply has expired. See form paragraph 7.9 1 . 

H 7.95.01 Lack of Arguments in Response 

Applicant should submit an argument under the heading 
"Remarks" pointing out disagreements with the examiner's con- 
tentions. Applicant must also discuss the references applied 
against the claims, explaining how the claims avoid the references 
or distinguish from them. 



Examiner Note: 

1. This form paragraph must be preceded by form paragraph 
7.95. 

2. This form paragraph is intended primarily for use in pro se 
applications. 

714.03(a) Amendment Unduly Interferes 
with the Preparation of an 
Office Action 

I. PRELIMINARY AMENDMENT 

37 CFR 7.775. Preliminary amendments. 

(a) A preliminary"*^ amendment ^ that "is' " 
received in the Office (§ 1.6) on or before the mail date of the first 
Office action under § 1. 104. 

(b) (1) A preliminary amendment will be entered unless dis- 
approved by the Commissioner. A preliminary amendment may 
be disapproved if the preliminary amendment unduly interferes 
with the preparation of a first Office action in an application. Fac- 
tors that will be considered in disapproving a preliminary amend- 
ment include: 

(1) The state of preparation of a first Office action as of 
the date of receipt (§ 1 .6) of the preliminary amendment by the 
Office; and 

(ii) The nature of any changes to the specification or 
claims that would result from entry of the preliminary amend- 
ment. 

(2) A preliminary amendment will not be disapproved if 
it is filed no later than: 

(i) Three months from the filing date of an applica- 
tion under § 1.53(b); 

(ii) The filing date of a continued prosecution applica- 
tion under § 1.53(d); or 

(iii) Three months from the date the national stage is 
entered as set forth in § 1 .49 1 in an international application. 

(c) The time periods specified in paragraph (b)(2) of this 
section are not extendable. 

Once the examiner has started to prepare a first 
Office action, entry of a preliminary amendment may 
be disapproved if the preliminary amendment unduly 
interferes with the preparation of the first Office 
action.. Applicants are- encouraged to filed all prelimi- 
nary amendments with the application or as soon as 
possible thereafter. Entry of a preliminary amendment 
will not be disapproved if it is filed no later than: 

(A) 3 months from the filing date of the applica- 
tion under 37 CFR 1.53(b); 

(B) 3 months from the date the national stage is 
entered as set forth in 37 CFR 1.491 in an interna- 
tional application; 

(C) the filing date of a CPA under 37 CFR 
1.53(d); or 
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